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Background

The Trade Marks Bill, 2014! was introduced and read a first time in the House of Representatives on

November 7, 2014 by the Minister of Legal Affairs, the Hon. Prakash Ramadhar, MP.

Purpose of the Legislation

The Bill seeks to repeal and replace the Trade Marks Act, Chap. 82:812 and is divided into fourteen (14)
Parts.

Major changes proposed by the Legislation

Right to Priority (clause 12)

= The Trade Marks Bill, 2014 makes new provision for the Minister with responsibility for
intellectual property rights to confer a right to priority to a person who made a trade mark

application in another country.

= Clause 12(1) provides:
“The Minister may, on the advice of the Controller, by Order, confer on a person who has filed an
application for the registration of a trade mark in a country or territory with which the State has
entered into a treaty, convention, arrangement, or engagement for the reciprocal protection of
trade marks, a right to priority, for the purpose of registering the same trade mark under this Act
for some or all of the same goods or services, for a specified period from the date of filing of that

application.”

= Orders made under this section will be subject to negative resolution of Parliament.

Trade Mark Register (clause 4, 125)

=  Currently, the Trade Mark Register is divided into two parts, namely Part A and Part B. Under the
Trade Marks Act Chap 82:81, ‘distinctiveness’ is required for registration in Part A and section 10

(2) provides:

! The Trade Marks Bill, 2014
2 The Trade Marks Act, Chap 82:81
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“For the purposes of this section “distinctive” means adapted, in relation to the goods in respect
of which a trade mark is registered or proposed to be registered, to distinguish goods with which
the proprietor of the trade mark is or may be connected in the course of trade from goods in the

case of which no such connection subsists [...].”

‘Capability of distinguishing’ is required for registration in Part B and section 11(1) provides:

“In order to be registrable in Part B of the Register a trade mark must be capable, in relation to
the goods in respect of which it is registered or proposed to be registered, of distinguishing goods
with which the proprietor of the trade mark is or may be connected in the course of trade from

goods in the case of which no such connection subsists [...].”

Clause 4 of the Trade Marks Bill provides that a registered trade mark is a property right obtained
by the registration of a trade mark under this Act and the proprietor of a registered trade mark
has the rights and remedies provided by this Act. Clause 125 further provides that any existing
registered mark, whether registered in Part A or B of the Register kept under the former Act, is a

registered trade mark for the purposes of this Act.

Non-use (clause 23)

The Trade Marks Act provides that a trade mark may be removed from the Register because there
was no bona fide use for a continuous period of five years. It also provides for removal if there
was no bona fide intention to use the trade mark and there was in fact no bona fide use of the

trace mark for a continuous period of three (3) years.

Section 35 (1) provides
“Subject to subsection (2), a registered trade mark may be taken off the Register in respect of any
of the goods in respect of which it is registered on application by any person aggrieved to the Court
or, at the option of the applicant and subject to section 61, to the Controller, on the ground either
(a) that the trade mark was registered without any bona fide intention on the part of
the applicant for registration that it should be used in relation to those goods by

him, and that there has been in fact no bona fide use of the trade mark in relation
4
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to those goods by any proprietor thereof for a continuous period of three years or
longer up to the date one month before the date of the application; or

(b) that up to the date one month before the date of the application a continuous period
of five years or longer elapsed during which the trade mark was a registered trade
mark and during which there was no bona fide use thereof in relation to those goods

by any proprietor thereof for the time being.

The Trade Marks Bill removes the ground of no bona fide intention to use the trade mark and the
fact of no bona fide use of the trade mark for a continuous period of three years. Clause 23(1)(a)
provides for revocation on the ground of non-use if:

“[...] within the period of five years following the date of completion of the registration
procedure, it has not been put to bona fide use in the course of trade in Trinidad and Tobago,
by the proprietor or with his consent, in relation to the goods or services for which it is registered,

and there are no proper reasons for non-use.”

Acquiescence (clause 25)

The Bill makes new provision for a proprietor’s acquiescence to debar him from opposing the use
of a trademark in the future. Clause 25(1) provides:
“Where the proprietor of an earlier trade mark or other earlier right has acquiesced for a
continuous period of five years in the use in the course of trade or a registered trade in Trinidad
and Tobago being aware of that use, there shall cease to be any entitlement, on the basis of that
earlier trade mark or other right —
(a) to apply for a declaration that the registration of the later trade mark is invalid; or
(b) to oppose the use of the later trade mark in relation to the goods or services in relation
to which it has been used,

unless the registration of the later trade mark was applied for in bad faith.”

In deciding whether a the registration of a later trade mark was applied for in bad faith, it must
be considered whether the applicant had knowledge of, or reason to know of, the earlier trade

mark at the time of his application.
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Offences (clause 49 — 54; 122)

Penalties

The Trade Marks Act provides for the following offences and respective penalties:

1)

3)

Unauthorised use if trade mark® — fine of ten thousand dollars ($10,000.00) and imprisonment
for six (6) months on summary conviction; fine of forty thousand dollars ($40,000.00) and
imprisonment for ten (10) years on conviction on indictment;

Falsification of the Register? — fine of twenty thousand dollars ($20,000.00) and imprisonment
for six (6) months on summary conviction; fine of forty thousand dollars ($40,000.00) and
imprisonment for ten (10) years on conviction on indictment; and

Falsely representing a trade mark as registered® — no penalty prescribed.

The Trade Marks Bill increases penalties for relevant offences and prescribes new ones. The Bill

provides:

1)

2)

Counterfeiting a trade mark® — fine of two hundred and fifty thousand dollars ($250,000.00)
and imprisonment for ten (10) years on conviction on indictment;

Falsely applying a registered trade mark to goods and services’ — fine of two hundred and
fifty thousand dollars ($250,000.00) and imprisonment for ten (10) years on conviction on
indictment;

Making or possessing an article for committing an offence under clause 49 or 502 - fine of two
hundred and fifty thousand dollars (5250,000.00) and imprisonment for ten (10) years on
conviction on indictment;

Importing or selling goods with falsely applied trade mark® — fine of two hundred and fifty
thousand dollars ($250,000.00) and imprisonment for ten (10) years on conviction on

indictment;

3 http://rgd.legalaffairs.gov.tt/Laws2/Alphabetical List/lawspdfs/82.81.pdf Section 66A

4 http://rgd.legalaffairs.gov.tt/Laws2/Alphabetical List/lawspdfs/82.81.pdf Section 66B

5 http://rgd.legalaffairs.gov.tt/Laws2/Alphabetical List/lawspdfs/82.81.pdf Section 66C

6 http://www.ttparliament.org/legislations/b2014h22g.pdf Clause 49

7 http://www.ttparliament.org/legislations/b2014h22g.pdf Clause 50

8 http://www.ttparliament.org/legislations/b2014h22g.pdf Clause 51

° http://www.ttparliament.org/legislations/b2014h22g.pdf Clause 52
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5) Falsifying the Register'® — fine of one hundred thousand dollars ($100,000.00) and
imprisonment for five years on conviction on indictment; and
6) Falsely representing a trade mark as registered® — fine of ten thousand dollars ($10,000.00)
on summary conviction.
Entities
= The Trade Marks Act provides for the commission of offences by corporations. Section 66E
provides:
“Where an offence under this Act which has been committed by a body corporate is proved to
have been committed with the consent or connivance of, or to be attributable to any neglect on
the part of, a director, manager, secretary or other similar officer of the body corporate, or any
person who was purporting to act in any such capacity, he, as well as the body corporate, shall be

guilty of that offence and shall be liable to be proceeded against and punished accordingly.”

= The Trade Marks Bill makes new provision for the commission of offences by partnerships. Clause
122 provides:
“(1) Proceedings for an offence under this Act alleged to have been committed by a partnership
shall be brought against the partnership in the name of the firm and not in that of the partners
but without prejudice to any liability of the partners under subsection (3).
(2) A fine imposed on a partnership on its conviction in such proceedings shall be paid out of the
partnership assets.
(3) Where a partnership commits an offence under this Act, every partner, other than a partner
who is proved to have been ignorant of, or to have attempted to prevent the commission of the
offence, also commits the offence and is liable to be proceeded against and punished

accordingly.”

10 http://www.ttparliament.org/legislations/b2014h22g.pdf Clause 53
1 http://www.ttparliament.org/legislations/b2014h22g.pdf Clause 54
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Enforcement Measures (clause 56)

The Bill empowers police officers and Officers designated by the Comptroller to enforce its
provisions. Clause 56 provides that any police officer may arrest, without a warrant, any person

who sells any goods to which a registered trademark is falsely applied.

Additionally, any Officer designated by the Comptroller may, pursuant to a warrant, stop or search
and board any conveyance in which he reasonably suspects is carrying goods with a falsely applied

trade mark.

Madrid Protocol (clause 57)

The Trade Marks Bill makes new provision for the Minister to make regulations giving effect to
the Madrid Protocol. Clause 57(1) provides:

“The Minister may make regulations to give effect to the provisions of the Madrid Protocol or of
any treaty, convention, arrangement or engagement relating to trade marks to which Trinidad

and Tobago is a party.”

The Madrid Protocol*? is an international filing system which gives an applicant protection in

several jurisdictions by filing one application in a national office.

Well-known Marks (clause 58)

The Trade Marks Act, offers protection for well-known trade mark by prohibiting registration of a
trade mark inter alia identical with or confusingly similar to a trade mark or trade name well-

known in Trinidad and Tobago.?

The Trade Marks Bill offers greater protection for well-known trade marks. Clause 58 provides:
“A well-known trade mark is entitled to protection under this section whether or not the—
(a) trade mark has been registered in Trinidad and Tobago, or an application for the

registration of the trade mark has been made to the Controller; and

12 http://www.ipo.gov.tt/news/25/57/Madrid-Protocol/d,IPO NewsDetail.html

13 http://rgd.legalaffairs.gov.tt/Laws2/Alphabetical List/lawspdfs/82.81.pdf Section 13A
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(b) proprietor of the trade mark carries on business, or has any goodwill, in Trinidad and

Tobago.”

The proprietor is entitled to restrain the use of such a trade mark in Trinidad and Tobago by

injunction.

Legislation mentioned in the Bill

Patents Act, Chap 82:76

Geographical Indications Act, Chap 82:78%

The Paris Convention for the Protection of Industrial Property of 20 March 18831

Nice Agreement Concerning the International Classification of Goods and Services for the
Purposes of the Registration of Marks of June 15, 1957%

Agreement on Trade Related Aspects of Intellectual Property Rights (TRIPS Agreement)*®

World Trade Organisation Agreement 1994%°

Protection Against Unfair Competition Act, Chap 82:36%°

Madrid Agreement concerning the International Registration of Marks of June 27, 1989%.

Key Features of Proposed Legislation

The Bill consists of one hundred and forty-one (141) clauses which are divided into fourteen (14) parts.

The following is a summary of the provisions in the Bill.

The Bill is inconsistent with sections 4 and 5 of the Constitution and requires a three-fifths
majority in the House of Representatives and the Senate.

14 The Patents Act Chap 82:76

15 The Geographical Indications Act, Chap 82:78

16 The Paris Convention for the Protection of Industrial Property

17 Nice Agreement Concerning the International Classification of Goods and Services for the Purposes of the

Registration of Marks

18 TRIPS Agreement
1% World Trade Organisation Agreement

20 protection Against Unfair Competition Act Chap 82:36

21 Madrid Agreement concerning the International Registration of Marks
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= Clause 4 defines what constitutes a registered trade mark.

= Clauses 5 and 6 outlines the application process for registering a trade mark.

= (Clause 7 establishes a system of classification for goods and services.

= Clause 8 provides for the absolute grounds for refusal of registration while clause 9 would provide
for the relative grounds for refusal of registration which includes identical or similar marks and

well-known marks.

= Clause 10 would specify the circumstance where the Controller shall not refuse an application,
where an applicant can show that there has been honest concurrent use of a trade mark.

= Clause 11 would specify the claim to a right of priority for the registration of a trade mark for
which registration was sought in the first Convention application.

= Clause 12 would provide for claim to a right of priority from other relevant overseas application
where the Minister may by Order, subject to the negative resolution of Parliament confer such

priority for a period of time.

= Clause 13 would provide for the examination of applications for registration by the Controller,
who can request additional information or evidence, where necessary.

= Clause 14 would provide for the publication of an accepted application by a Controller. It also
provides for any interested person to give notice of objection of the registering of the trade mark.

= Clause 15 would provide for an applicant to withdraw or amend his application and also enable
him to restrict goods and services covered by the application.

= (Clause 16 would provide for the registration of a trade mark where an application has been
accepted by the Controller, who shall thereafter issue a certificate of registration.

= Clause 17 would allow the Controller to revoke the acceptance of an application in certain
circumstances before a trade mark is registered.

= Clause 18 would provide for the registration of a series of trade marks which are trade marks that
resemble each other materially.

10
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Clause 19 would provide for a registered trade mark to be registered for ten (10) years unless
renewed for a further ten (10) years.

Clause 20 would provide the criteria for the registration of a trade mark to be renewed.

Clause 21 would provide for the alteration of a registered trade mark which would not
substantially affect the identity of the trade mark.

Clause 22 empowers the proprietor to cancel a registered trade mark.

Clause 23 details the grounds for revocation of a registered trade mark.

Clause 24 provides the grounds for a registered trade mark to be declared as invalid, which would
include the ground of fraud.

Clause 25 provides the effects of the acquiescence of a proprietor of an earlier trade mark or other
earlier right, of the use of his registered trade mark to another person for a continuous period of
five (5) years.

Clause 26 would allow the Controller to amend an application, notice or document in certain
circumstances. Clause 27 would provide for the rights of a proprietor of a registered trade mark,
which would include the exclusive rights to use the trade mark himself or authorise others to use
the trade mark.

Clause 28 would establish the conditions amounting to an infringement of a registered trade
mark.

Clause 29 would provide the conditions that do not constitute an infringement of a registered
trade mark.

Clause 30 would provide for acts done by the proprietor or by the proprietor’s express or implied
consent that do not constitute an infringement of a registered trade mark.

Clause 31 would provide for the applicant or the proprietor of a registered trade mark to disclaim
rights or agree that the rights be subject to limitation.

Clause 32 would provide that an infringement of a registered trade mark would allow the
proprietor to take action and claim relief which would be available to other property rights.

11
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= (Clause 33 would provide for the orders the Court could impose on a person found to have
infringed a registered trade mark.

= (Clause 34 would provide for infringing goods in the possession of the defendant or before the
Court to be delivered up to the claimant.

= Clause 35 would provide for the meaning of “infringing goods”, “infringing material” and
“infringing articles”.

= (Clause 36 would provide for an application to be made to the Court to destroy or forfeit to a
person the infringing goods which have been delivered up in pursuance of an order or for an
application that no such order be made.

= Clause 37 would provide the remedies to a person affected by groundless threats of infringing
proceedings, which would include a declaration that the threats are unjustifiable, an injunction
and damages

= Clause 38 would provide that a registered trade mark is personal property.

= Clause 39 would provide, inter alia, that where there is co-ownership of a registered trade mark
each co-owner is entitled to an equal undivided share, subject to any contrary agreement.

= Clause 40 provides that a registered trade mark is assignable and transmissible as personal
property with regard to the goodwill of the business or independently.

= Clause 41 states that as a result of an application made to the Controller by a person claiming to
have an interest or affected by the registration of transactions which affects a registered trade
mark, the particulars shall be entered in the Register. The clause also provides for what are
registrable transactions and that a transaction is not effective against a person who has a
conflicting interest.

= Clause 42 provides for the procedure for trusts and that equities in a registered trade mark shall
be enforced in the same way as other personal property.

= Clause 43 provides for the application for the registration of a trade mark and also provides for
what constitutes registrable transactions.

=  Clause 44 provides for the licensing of a registered trade mark.

12
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=  Clause 45 provides for an exclusive license.
= Clause 46 provides the rights of a licensee with reference to infringement of a registered trade
mark.

= Clause 47 states that an exclusive licensee shall have the same rights and remedies after the
granting of a license as if it had been an assignment.

= Clause 48 provides for the circumstances where the use of a sign on the internet shall constitute
use in Trinidad and Tobago.

= (Clause 49 would create an offence for the counterfeiting of a registered trademark and provide
for the sanction.

= (Clause 50 would provide that falsely applying a registered trade mark on goods and services is an
offence and also provides the sanction.

= (Clause 51 creates an offence for a person to make or possess an article that could be mistaken for
a registered trademark and also provides the sanction.

= Clause 52 creates an offence for a person to import, sell or have in his possession, for the purpose
of trade or manufacture, goods with falsely applied trademark and it also provides the sanction.

= Clause 53 creates an offence in respect of a false entry into the Register.

= Clause 54 would provide that falsely representing a trademark as being registered is an offence
and also provides the sanction.

= Clause 55 empowers the Court to order goods or articles to be forfeited or destroyed in certain
circumstances.

= Clause 56 empowers police officers to arrest, stop and search persons who they suspect have
committed offences under the Act.

= Clause 57 empowers the Minister to make regulations to give effect to the Madrid Protocol or any
convention relating to trade marks to which Trinidad and Tobago is a party. These Regulations
may provide for, inter alia, the making of applications for international registration by way of the
Intellectual Property Office, the procedures where basic application or registration in Trinidad and

13
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Tobago ceases or fails to be in force, the procedures for requests for extension of protection to
Trinidad and Tobago.

= (Clause 58 provides for the protection of well-known trade marks.
=  Clause 59 explains the permitted use of a well-known trade mark in relation to the proprietor.

= Clause 60 states that a trade mark shall not consist of national emblems of convention countries
without the authorization of the competent authority of the relevant country.

= Clause 61 provides that the emblems of certain international organizations be prohibited on a
trade mark.

= Clause 62 provides for the application of the Paris Convention to Trinidad and Tobago.

= Clause 63 provides applications to be made by agents or representatives on behalf of a proprietor
of a trade mark in a Convention country.

= Clause 64 provides the meaning of collective marks.
=  Clause 65 provides for the registration and usage of a collective mark.

= Clause 66 would require an applicant for registration of a collective mark to file rules governing
the use of the mark with the Controller.

= Clause 67 would provide for the Controller’s discretion regarding submission of rules.

= Clause 68 would require the rules governing the use of registered trade marks to be open for
public inspection.

=  Clause 69 would provide the procedure regarding the amendment of rules.
=  Clause 70 provides rights of authorized users regarding infringement of a collective mark.
=  Clause 71 provides for grounds for revocation of the registration of collective marks.

= Clause 72 prescribes grounds for invalidity of registration of a collective mark.

14
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= Clause 73 provides the meaning of certification marks.
= Clause 74 would provide the usage of a certification mark.

= Clause 75 would require an applicant for registration of a certification mark to file rules governing
the use of the mark with the Controller.

= Clause 76 would provide for the Controller’s discretion regarding submission of rules.

= Clause 77 would require the rules governing the use of registered certification trade marks to be
open for public inspection.

=  Clause 78 would provide the procedure regarding the amendment of rules.

= Clause 79 states that assignment of a certification mark is of no effect without the consent of the
Controller.

= Clause 80 provides rights of authorized users regarding infringement of a certification mark.
= Clause 81 provides grounds for revocation of the registration of certification marks.

= Clause 82 prescribes grounds for invalidity of registration of a collective mark.

=  Clause 83 would require the Controller to maintain a Register of all trade marks.

= Clause 84 would provide the inspection of the Register by any person during opening hours of the
Intellectual Property Office.

= Clause 85 would provide for the application for rectification of the Register.

= Clause 86 empowers the Controller to award costs on matters.

= (Clause 87 empowers the Controller to grant an extension of time where the time for doing an act
or taking proceedings have expired.

=  Clause 88 would provide a hearing before the Controller at his own discretion.

15
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= Clause 89 empowers the Controller to give security for costs.
= Clause 90 empowers the Controller to gather evidence for any proceedings before him.

= Clause 91 would prohibit disobedience by a person who has been issued a summons by the
Controller.

= Clause 92 would create an offence to refuse to give evidence to the Controller.
= Clause 93 would provide the exclusion of liability to the Controller and the Office with respect to

any official acts.

= Clause 94 empowers the Court to have jurisdiction relating to any disputes to the application of
this Act or regulation including appeals from a decision of the Controller.

= Clause 95 would provide that authority be given to trade mark agents with regard to the
registration of a trade mark.

= Clause 96 would provide the interpretation of certain terms.

= (Clause 97 would require a proprietor or licensee to give notice to the Comptroller of a registered
trade mark.

=  Clause 98 would provide that security be paid to the Comptroller for the non-seizure of goods.

= Clause 99 would provide for the storage of seized goods.

= Clause 100 would require the Comptroller to give notice of seizure to the importer and objector.

= Clause 101 empowers the Comptroller to allow importer or objector to inspect the seized goods
and, requires an undertaking to be given by the objector to the Comptroller for the release of a
sample of the seized goods.

= Clause 102 would allow the importer to give written notice to consent to the forfeiture of seized

goods by the Government.

= Clause 103 would require the Comptroller to release the seized goods to the importer after the
expiration of the retention period.

= Clause 104 would provide compensation for failure to take action by the objector.

16
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= (Clause 105 would empower the Court to take action for the infringement of registered trade mark.
=  Clause 106 would provide retention of control seized goods by the Government.
= Clause 107 would provide for the disposal of seized goods to be forfeited.

= Clause 108 would provide for the treatment of insufficient security in respect of actions taken by
the Comptroller.

= Clause 109 would detail the procedures for detention and examination of counterfeit goods by
the Comptroller.

= (Clause 110 empowers the Comptroller to search and seize goods on vessels, aircraft and vehicles.

= (Clause 111 would provide the examination of packages where there could be reasonable
suspicion that it contains goods to be seized.

= Clause 112 empowers the Comptroller to take goods or packages to the police station for
examination.

= (Clause 113 empowers the Comptroller to search persons and their baggage for any goods liable
for seizure.

= Clause 114 would provide that any person who obstructs the Comptroller of his execution or his
power is liable to a fine and conviction.

=  Clause 115 would provide immunity for the Government and such persons in the exercise of their
duty to search.

= Clause 116 empowers the Controller to issue practice directions in relation to procedures under
this Act.

= Clause 117 would provide that registration would be prima facie evidence in all legal proceedings
relating to a registered trade mark.

= Clause 118 would empower the Court to grant a certificate of validity of a contested registered

trade mark.
= Clause 119 would provide for a certificate of the Controller.

17
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= Clause 120 would provide the Controller cost of proceedings before the Court.
= Clause 121 would require the proprietor to show the use of the trade mark in civil proceedings.

= Clause 122 would provide legal proceedings be made against the partnership name and not the
partners.

= Clause 123 would empower the Minister to make regulations for the purpose of this Act such as
the forms to be used for any purpose relating to the registration of a trade mark, the prescription
of fees in respect of applications, registration and other matters for the carrying out of the
provisions of the Act.

= Clause 124 would provide the meaning and explain the treatment of an application for, or an
existing registered trade mark.

= Clause 125 would provide for existing registered trademarks to be considered as registered under
this Act for which this is the Bill.

= Clause 126 would explain the effects of registration in relation to infringement of an existing
registered trade mark.

= Clause 127 would provide for the application of section 34 to infringing goods, materials or articles
irrespective of when they were made.

= Clause 128 would provide the rights and remedies in respect of licenses granted before the
commencement of this Act in relation to infringements committed on, or after the

commencement of this Act.

= Clause 129 would provide for the treatment of an existing registered trade mark of which two or
more persons were registered as joint proprietors.

= Clause 130 would provide the procedure for, and treatment of an assignment of an existing
registered trade mark.

= Clause 131 would provide for the treatment of licenses granted before the commencement of
this Act.

= Clause 132 would explain how pending applications for registration of a trade mark under the
former Act shall be treated under this Act.

18
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= (Clause 133 would allow the conversion of pending applications for registration of a trade mark.

= Clause 134 would provide the right of priority in respect of persons who have filed an application
for protection of a trade mark in a foreign State prior to the commencement of this Act.
= Clause 135 would provide for the renewal of registration for an existing registered trade mark.

= (Clause 136 would provide for pending applications for registration for alteration of an existing
registered trade mark.

= Clause 137 would provide revocation for non-use of an existing registered trade mark.

= Clause 138 would provide the procedure for applications for rectification and correction made
under the former Act.

=  Clause 139 would save rules governing the use of an existing registered certification mark.

= Clause 140 would save the effect of a certificate of validity given under the former Act.

= The Bill repeals the previous Trade Mark Act, Chap 82:81

Considerations

e The Bill provides for the Controller to issue Practice Directions relating to the procedures under
the Act, however there is no provision for consultation with the Minister with responsibility for

intellectual property or any other body.

e The Bill provides for the Minister to make regulations to give effect to the provisions of the Madrid
Protocol or any treaty convention, arrangement or engagement relating to trade marks to which
Trinidad and Tobago is party. However, there is no provision for such regulations to be subject to

negative or affirmative resolution of Parliament.

e Clause 123 gives the Minister power to make regulations for specific purposes and generally for
the carrying out of the provisions of the Act. There is no indication whether said regulations will

be subject to affirmative of negative resolution of Parliament.
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Comparative Legislation in other Jurisdictions

Country

Legislation

Remarks

United Kingdom

Trade Marks Act,1994 Chap.
2622

An Act to make new provision for registered trade marks,
implementing Council Directive No. 89/104/EEC of 21st
December 1988 to approximate the laws of the Member
States relating to trade marks; to make provision in
connection with Council Regulation (EC) No. 40/94 of
20th December 1993 on the Community trade mark; to
give effect to the Madrid Protocol Relating to the
International Registration of Marks of 27th June 1989,
and to certain provisions of the Paris Convention for the
Protection of Industrial Property of 20th March 1883, as
revised and amended; and for connected purposes.

Australia

Trade Marks Act 19952

This Act provides for the registration of trade marks,
collective trade marks, certification trade marks and
defensive trade marks (for a definition of these terms, see
sections 17, 162, 169 and 185 respectively) and sets out
and protects the rights deriving from registration.

This Act ensures that international trends are
incorporated resulting in uniformity with Trade Mark Acts
of other countries and conforms to the minimum
standards and principles prescribed for trade marks in the
Agreement Establishing the World Trade Organization.

Barbados

Trade Marks Act CAP 319%

An Act to revise and reform the law governing signs used
as trade marks, service marks or collective marks in
connection with the marketing of goods or services.

New Zealand

Trade Marks Act 2002%

The purpose of this Act is to do as follows:

(a) “more clearly define the scope of rights
protected by registered trade marks, and

(b) simplify procedures for registering a trade mark
in order to reduce costs to applicants and to
reduce business compliance costs generally; and

(c) address Maori concerns relating to the
registration of trade marks that contain a Maori
sign, including imagery and text; and

(d) deter counterfeit activity in relation to registered
trade marks in New Zealand; and

(e) ensure that New Zealand's trade mark regime
takes account of international developments”

22 http://www.legislation.gov.uk/ukpga/1994/26

ZBhttp://www.austlii.edu.au/au/legis/cth/consol act/tmal1995121/

24 http://www.wipo.int/wipolex/en/text.jsp?file id=265647

2 http://www.legislation.govt.nz/act/public/2002/0049/latest/whole.htmI#DLM164240
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Canada Trade-marks Act (R.S.C. 1985, | An Act relating to trade-marks and unfair competition.
C.T-13)%
Section 9 of the Act clearly states that which cannot be
used as trade marks.
Jamaica The Trade Marks Act, 19997 The Trade Marks (Amendment) Bill was passed in July,

The Trade Marks
(Amendment) Act, 2013%

2013

Among the provisions contained in the bill is for the
protection of earlier unregistered trade marks by
preventing the proprietor of a registered trade mark from
interfering or restraining the use by anyone of the earlier
unregistered trade mark which is identical or nearly
resembling the registered trade mark.

The bill also contains new guidelines for the grounds on
which the registration of trade marks may be revoked.
The grounds include the failure of proprietor, without
proper reason, to use the trade mark for a period of five
years prior to the date of application for revocation, the
mark for bona fide purposes in Jamaica in relation to the
goods and services for which the mark has been
registered.

The amendment bill provides that a trade mark may also
be revoked if as a result of the failure of the proprietor to
act, it has become a common name in the trade of a
product or service on the island.

Additionally, the bill proposes revocation of the trade
mark if it is likely to deceive or confuse the public as to
the nature, quality or geographical origins of goods or
services.

During debate an amendment was proposed which
would allow the Government to give consent for the
registration of trade marks that contain national symbols.

Reference Material

Articles

e Moore, George C. J. - Caribbean Trademarks - An Update
http://www.gala-marketlaw.com/pdf/INTAUpdateCarib.pdf

26 Trade-Marks Act (Canada)

27 The Trade Marks Act 1999 (Jamaica)

28 The Trade Marks (Amendment) Act 2013 (Jamaica)
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